pfr OF c 0 



r^Ei 



UNITED STAT^P>EPARTMENT OF COMMERCE 
United Stat s Patent and Trademark Office \j)L 

Address: COMMISSIONER OF PATENTS AND TRADEMARKS V ' 
Washington, D.C. 20231 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 



09/371,612 08/10/99 HACKER 



514413-376: 



r 



020999 

FROMMER LAWRENCE & HAUG 
745 FIFTH AVENUE 
NEW YORK NY 1015.1 



HM12/062: 



n 



EXAMINER 



CLARDV. <=i 



ART UNIT 



PAPER NUMBER 



1616 
DATE MAILED: 



06/27/01 



Please find below and/or attached an Office communication concerning this application or 
proceeding. 



Commissioner of Patents and Trademarks 



PTO-90C (Rev. 11/00) 



1- File Copy 



Office Action Summary 


Application No. 
09/371.612 


Applicant(s) 

Hacker et al 


Examiner 

S. Mark Clardy 


Art Unit 

1616 


III 





-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36 (a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will 

be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this 

communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 ) 53 Responsive to communication(s) filed on Apr 23, 2001 . 

2a) □ This action is FINAL. 2b) K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 

Disposition of Claims 

4) 53 Claim(s) 1-13 is/are pending in the application. 

4a) Of the above, claim(s) is/are withdrawn from consideration. 

5) □ Claim(s) is/are allowed. 

6) 53 Claim (s) 1-13 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) □ Claims are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are objected to by the Examiner. 

1 1) D The proposed drawing correction filed on is: a)D approved b)D disapproved. 

12) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

13) 8 Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 
a) 8 All b)D Some* c)D None of: 

1. 8 Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 



3. □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14)D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 

Attachment(s) 

1 51 53 Notice of References Cited (PTO-892) 1 8) Q Interview Summary (PTO-41 3) Paper No(s|. 



1 6} O Notice of Draftsperson's Patent Drawing Review (PT0-948) 1 9) O Notice of Informal Patent Application (PTO-1 52) 

17) §(] Information Disclosure Statement(s) (PTO-1 449) Paper No(s). 4r 5 20) Q Other: 



U. S. Patent and Trademark Office 
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Claims 1-13 are pending in this application. 

Applicants 5 claims are drawn to uses, compositions, and methods of using herbicidal 
compositions comprising: 

A) a broad spectrum herbicide (glufosinate, glyphosate, imidazolinones, 

protoporphyrinogen oxidase (PPO) inhibitors), 
and 

B) a second herbicide (groups BO 1 - B5) 

In Paper No. 9, applicant elected with traverse of the species comprising: 

A1.2 glufosinate-ammonium 2 and 

B2.12 cloransulam-methyl 3 . 
Data for the elected species is provided in Tables 5 and 7 (p. 34 and 36). Applicants traversal of the 
species election requirement is on the ground(s) that: 

1. the invention involves synergistic herbicide combinations for controlling harmful 
plants in soybean crops, and 

2. "the claims are directed to synergistic herbicide combinations from distinct sets of 
compounds and from a common broad spectrum herbicide (A)". 

This is not found persuasive because synergy remains an unpredictable property, thus a reference 
against one synergistic combination is useless for any other combination of even closely analogous 



Note that the group BO may be any herbicide which is structurally different from those listed in group (A). 
2 Ammonium 2-amino-4-(hydroxymethylphosphinyl)butanoate 

3 3-chloro-2-[[(5-ethoxy-7-fluoro[ 1 ,2,4]triazolo[ 1 ,5c]pyrimidin-2-yl)sulfonyl]amino]benzoic acid 
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compounds. The instant invention comprises a variety of structurally unrelated compounds in the (B) 
component, and a smaller group in the (A) component. While applicants have elected glufosinate as 
the (A) component, it is noted that it is not the only available choice, as indicated above. Thus, the 
comment that all compositions have the (A) component in common is puzzling since that component 
is itself a variable. Applicants' comment that the combinations are selected from distinct sets of 
compounds argues in favor of a requirement to at least elect a species. 

The requirement is still deemed proper and is therefore made FINAL. 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, 
or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and requirements 
of this title. 

Claims 1-6, 9, and 10 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter, i.e., the "use" of a composition, h**^ fr<u?t*J fwtL*^ 

Claims 7, 8, and 11-13 have been examined only insofar as they read on the elected species. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless — 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 
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Claims 7, 8, and 11-13 are rejected under 35 U.S.C. 102(a) and (b) as being anticipated by 
Johnson et al 4 Johnson et al disclose sequential application of glufosinate (glf) with other herbicides, 
including cloransulam, in glufosinate tolerant soybean. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are such 
that the subject matter as a whole would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in 
which the invention was made. 

Claims 7, 8, and 1 1-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combined teachings of Johnson et al, Agbaje et al (US 6,165,939), Novartis AG (WO 98/09525), 
Harvey et al 5 , and Steckel et al 6 . 

Johnson et al has been discussed above and discloses the utility of sequential application of 
glufosinate and cloransulam in glufosinate tolerant soybean. 

Agbaje et al teach compositions comprising glufosinate and various second herbicides, which 
may be further combined with additional water insoluble herbicides such as cloransulam (col 10, 
line 5). 



4 Johnson et al. CROPU Abstract 1998-88956 of "Weed control programs in glufosinate-tolerant soybean" 
Res. Rep. North Cent. Weed ScLSoc. (54,234-35). 1997. 

5 Harvey, et al. CROPU Abstract 1 996-90386, of "Soybean herbicide studies", Res. Rep. North Cent. Weed 
ScLSoc. 52,316-20. 1995. 

6 Steckel et al. CROPU Abstract 1 996-90678 of "Weed control in glufosinate tolerant soybeans" Res. Rep. 
North Cent Weed ScLSoc. (52,336-38). 1995. 
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Novartis teaches the utility of phospho-herbicides such as glufosinate and glyphosate in 
combination with additional herbicidal agents for the control of weeds in phospho-herbicide resistant 
crops (p. 1). 

Harvey et al teach herbicides such as cloransulam-methyl in various combined and sequential 
treatments for soybean crops. 

Steckel et al teach glufosinate, among other herbicides, applied alone or in various 
combinations in glufosinate tolerant soybeans. 

One of ordinary skill in the art would be motivated to combine these references because each 
discloses a variety of herbicides which may be used in combination with others for weed control in 
soybeans, especially glufosinate resistant soybeans. 

Thus it would have been prima facie obvious to one of ordinary skill in the art at the time the 
invention was made to have used applicants' elected glufosinate and cloransulam together or in 
sequence for the control of weeds in glufosinate resistant soybean because the prior art teaches that 
it was well known to control weeds in glufosinate tolerant crops by application of glufosinate and 
additional secondary herbicides. One of ordinary skill in the art would have the requisite skill to 
select appropriate secondary herbicides based upon the known herbicidal spectrum of activity of the 
second herbicide to enhance the herbicidal utility of the combination. 

The data presented in the specification does not demonstrate unexpected results because it 
cannot be determined if the differences between the expected and observed results are statistically 
significant (Table 5: 95% vs 93% control; Table 7: 85% vs 80% control). 
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No unobvious or unexpected results are noted; no claim is allowed. 

This application currently names joint inventors. In considering patentability of the claims 
under 35 U.S. C. 103(a), the examiner presumes that the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made absent any evidence to the 
contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out the inventor and 
invention dates of each claim that was not commonly owned at the time a later invention was made 
in order for the examiner to consider the applicability of 35 U.S.C. 103© and potential 35 
U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103(a) 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to S. Mark Clardy whose telephone number is (703) 308-4550. 




S. Mark Clardy 
Primary Examiner 
AU 1616 



June 25, 2001 



